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Registrability — Merely Descriptive Term

“COMPUTER BILD & Device”

Axel Springer Verlag A.G. vs. Turkish Patent Institute

1 Commercial Court of Ankara, Case no. 2001/224- Diion no. 2001/702 (September 20, 2001)
11™ Civil Chamber of Supreme Court, Decision no. 2001899-1778 (February 27, 2001)

1% Commercial Court of Ankara, Decision no. 1999/2762000/85 (March 23, 2000)

11" Civil Chamber of Supreme Court, Decision no. 2000595-9119

An action (*) was instituted against the Turkishtd?d Institute for the withdrawal of the
administrative decision refusing the registratidrthe plaintiff's trademark consisting of the words
COMPUTER BILD and a device element according tackes 7 parag. 1 (c) and (f) of the Decree-
Law No.556 on grounds that the verbal element “CQVIER” indicates the kind, characteristi@sd
quality of the goods “compact disks, CD-ROM, angdkiof apparatus for recording, transmission or
reproduction of sound and images, calculators, gataessing apparatus and computers, computer
games” which are covered by the specification ef phaintiff's application, that it will deceive the
public when it is used on the remaining goods drad the subject verbal element may be used by

everyone in their trade.

The Plaintiff claimed that the trademark is to Bsessed as a whole, that accordingly the elements
“BILD” and “DEVICE” should be taken into considerat besides the verbal element
“COMPUTER?”, that the goods bearing the trademarOMPUTER BILD+DEVICE” are sold world-
wide through the internet whereas same are sol@luikey by importation, that the trademark is
registered in Germany and European Countries at@irding to Article 6 quinquies/A-1 of the Paris
Agreement every trademark duly registered in thenty of origin shall be accepted for registration
and protected in the other countries of the Unsuipject to the reservations indicated therein, ttat
defendant has rejected to register the trademathowt appropriate consideration of the legal
provisions and that therefore the defendant’s detisof refusal is to be withdrawn by allowing the
plaintiff's trademark application for “COMPUTER BD+DEVICE” to mature into registration.
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The T.P.l. objected by asserting that as the wbild™ means “picture, image, depiction, photograph,
portrait” and as the word “computer” indicates kied, characteristicand quality of the goods upon
which the trademark will be applied the applicatias been refused according to the Article 7 parag.
1 (c) of the Decree-Law N0.556, that the objectagainst this decision has been also rejected by the
Higher Council of Re-examination and Re-evaluatangrounds that the word COMPUTER written
in bigger letters attracts more attention, hasisbrdtive character, may deceive the public, Hesto

the Paris Agreement, in paragraph B of the citditlarreservations have been made in that the
trademarks covered by this article may be deniggtration when they are devoid of any distinctive
character pursuant to the law of the concernedtoptimat the action has no legal ground so that the

T.P.l. claimed that the decision of refusal be Ughhe

Adopting the conclusions of the experts’ reportjtindecision the court ruled (*) that the tradeknar
“COMPUTER BILD+DEVICE” may deceive the public whehe word “COMPUTER” is used on

goods other then “computer, CD-ROM, computer ganwedculators, apparatus for recording,
transmission or reproduction of sound and imagesiisidering that the other goods of the
specification consisting of “printed products (epcerinting devices), writing materials, educatibna

and learning materials” are not directly relateddmputer techniques.

Upon such grounds the Court did not favorably adersthe claims of the plaintiff and decided to

upheld the decision of refusal.

AXEL SPRINGER VERLAG A.G. vs. TURKISH PATENT INSTIT UTE

*) 1% Commercial Court of Ankara
Decision N0.1999/270-2000/84 (March 23, 2000)

An action (*) was instituted against the Turkishtda Institute for the withdrawal of the
administrative decision refusing the registratidrthe plaintiff's trademark consisting of the words
“COMPUTER BILD” and a device element according tdiéles 7 parag. 1 (c) and (d) of the Decree-
Law No0.556 on grounds that the verbal element “CQNVIER” indicates the kind, characteristi@sd
guality of the services which are covered by thec#jeation of the plaintiff's application and thite

subject verbal element may be used by everyorteeintrade.
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The Plaintiff claimed that the trademark contains elements “BILD” and “DEVICE” besides the
verbal element “COMPUTER?”, that the trademark igistered in Germany and European Countries,
that according to Article 6 quinquies/A-1 of theriBaAgreement every trademark duly registered in
the country of origin shall be accepted for registn and protected in the other countries of the
Union, subject to the reservations indicated timeréhat the defendant has to comply with this
provision and that therefore the defendant decisibmefusal is to be withdrawn by allowing the
plaintiff's trademark application for “COMPUTER BD+DEVICE” to mature into registration.

The T.P.l. objected by asserting that since thedW@OMPUTER” is written in bigger letters it
attracts more attention and therefore it is themss component of the trademark and that thisdwor
is used by everyone in their trade, accordinglydéeision of refusal pursuant to Article 7 paragd)L

is not in contradiction of legal and proceduralyis@mns.

Adopting the conclusions of the experts’ reportitsndecision (*) the court retained that althoulga
trademark “COMPUTER BILD+DEVICE” consists of the wio “BILD” besides the word
“COMPUTER?”, since the word “COMPUTER?” is written iigger and darker letters than the word
“BILD", the word “COMPUTER” is the essential compamt of the trademark. In its decision (*) the
Court ruled to upheld the decision of refusal oougids that the word “COMPUTER” being a generic
name for an equipment, the subject word is notsteaile as a trademark according to the Article 7
parag. 1 (c) of the Decree-Law No0.556, and that wird being used by everyone (the consumers)
and being a name used to distinguish specific grafigraftsmen, professions or tradesmen, it cannot

be registered as a trademark according to thelArfiparag. 1 (d) of the same Decree-Law.
AXEL SPRINGER VERLAG A.G. vs. TURKISH PATENT INSTIT UTE

*) 1% Commercial Court of Ankara
Decision N0.1999/276-2000/85 (March 23, 2000)
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