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Patent enforcement proceedings

1 Lawsuits and courts
What legal or administrative proceedings are available for enforcing
patent rights against an infringer? Are there specialised courts in
which a patent infringement lawsuit can or must be brought?

It is possible to enforce patent rights against an infringer through
civil proceedings and the suspension of release proceedings before
Customs.

Civil actions for patent infringement are to be filed before the
Specialised Civil Courts for Intellectual and Industrial Property Rights
established in Istanbul, Ankara and Izmir. In other cities of Turkey,
the third criminal or civil court will operate as the specialised court
for IP matters. Together with the institution of a civil court action,
an interlocutory injunction can also be requested by the patentee to
be ordered by the court to stop the act of infringement and to obtain
the seizure of the counterfeit products.

The suspension of release procedure is also possible before the
Turkish Customs upon the complaint of the patentee to stop the
counterfeit goods bound for importation or exportation at Customs.
The withholding is lifted and the Customs formalities proceed further
unless a court action for patent infringement is duly instituted or an
interlocutory injunction is ordered by the court within 10 days from
the date of the withholding by Customs.

According to the Decree Law No. 551 with regard to the protec-
tion of patents and utility models, patent infringement consisting also
of a criminal offence until 31 December 2008, the patentee could
also file a complaint against the infringer with the public prosecutor
leading to criminal proceedings before the criminal court. However,
since the Turkish Criminal Act stipulates that the crime of patent
infringement and the criminal sanctions applicable to such acts need
to be regulated by an Act and not by a Decree Law as per the general
principle of criminal law ie, nullum crimen sine lege and since despite
the legal provision authorising the application of the said provisions
of the Decree Law until 31 December 2008, the Turkish parliament
failed to enact a new provision in the form of an Act, these provisions
are no longer applicable.

Turkish professionals are of the opinion that where the patent
is registered in Turkey, patent infringement also consists of an act
of unfair competition and since unfair competition acts are deemed
a criminal offence according to the Turkish Code of Commerce,
it should be possible to attack patent infringement through crimi-
nal proceedings on the basis of the unfair competition provisions.
However, criminal law specialists are of the contrary opinion on the
ground that the word ‘patent’ is not expressly cited in the provision
describing the acts of unfair competition as a criminal offence whereas
the word ‘trademark’ is cited therein, and the general principle of
interpretation of the criminal provisions is in favour of the accused.
Therefore, and in the absence of any case law on this particular point
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to serve as a reference, the applicability of the criminal provisions and
sanctions originating from the unfair competition provisions of the
Turkish Code of Commerce is subject to interpretative uncertainty
and cannot be predicted at this stage.

2 Trial format and timing
What is the format of a patent infringement trial? To what extent
are documents, affidavits and live testimony relied on? Is cross-
examination of witnesses permitted? Are experts used? Are disputed
issues decided by a judge or a jury? How long does a trial typically
last?

Before instituting the infringement action, the determination of evi-
dence and facts relating to the acts of infringement may be requested
by filing a non-adversarial action in determination of evidence and
facts on infringement. The court will appoint a panel of experts to
compile a report as to whether the goods produced by the infringer
constitute infringement of the patent rights. In an action of simi-
lar nature, third parties may file an action for a declaration of non-
infringement requesting the court to rule that their acts do not violate
and infringe the defendant’s patent.

Patent infringement proceedings are initiated with the filing of
the writ of summons comprising all the plaintiff’s claims, which is
notified to the defendant who in return can either file counterclaims
or institute a counteraction within 10 days of notification.

Thereafter the parties file their evidence with the court. At its
discretion, the court may order an interlocutory injunction upon a
favourable report issued by the panel of experts appointed by the
court and may decide on the amount of a guarantee to be filed with
the court. The request for an interlocutory injunction can be made
before the institution of proceedings or during the course of the
action.

Unless the main infringement action is instituted within 10 days
of the date of the interlocutory injunction, the injunctive measures
remain without effect.

Live witness testimony and cross-examination is permitted. It is,
however, at the court’s discretion to accept requests for such testi-
mony. Affidavits may also be filed as evidence.

Criminal proceedings are also possible at the extent explained
above by filing a complaint with the evidence with the public pros-
ecutor, ie, citing the infringer. The public prosecutor can order the
police to seize the infringing goods. The seized counterfeit goods will
be kept under judicial custody until the end of the criminal proceed-
ings. If the complaint is favourably received, the public prosecutor
institutes the criminal action as a public action.

Disputed issues are decided by the judge. For the time of the trial
please refer to question 9.
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3 Proof requirements
What are the respective burdens of proof for establishing
infringement, invalidity and unenforceability of a patent?

In cases of infringement, the patentee arguing that his patent right
is infringed should provide evidence with every means of the act of
infringement.

In cases of invalidity, persons adversely affected or prejudiced, or
interested official authorities, acting through the public prosecutor
may show the invalidity of the patent.

Moreover, the persons entitled to claim the right to the patent
- namely the inventor or his successor — only show the invalidity of
a patent on grounds that the patentee does not have the right to a
patent.

For unenforceability, see question 19.

As to the burden of proof, this rests with the party who makes
a particular claim and who is to bring evidence in support of his
claims.

4 Standing to sue
Who may sue for patent infringement? Under what conditions can
an accused infringer bring a lawsuit to obtain a judicial ruling or
declaration on the accusation?

The patentee or applicant is entitled to sue for patent infringement.
The patentee cannot institute a criminal action, but can only join it.

The exclusive licensee can institute in his own name the same
legal proceedings as the patentee.

Holders of non-exclusive licences do not have the right to insti-
tute legal proceedings. However, the non-exclusive licensee can give
notice through a notary public requesting the patentee to institute
such proceedings. Where the patentee refuses to initiate proceed-
ings, the non-exclusive licensee can institute proceedings in his own
name.

The distributor is allowed to sue for patent infringement if he
has concluded a licence agreement with the patentee whereby he will
benefit from the above provisions.

According to article 149/1 of said Decree Law, any interested
person can institute an action for a declaration of non-infringement
against the patentee to obtain a judgment ruling that the acts com-
mitted by the defendant do not infringe the patent of the plaintiff or
patentee. However the infringer or defendant of an ongoing patent
infringement action cannot institute an action for a declaration of
non-infringement.

5 Inducement and contributory infringement
To what extent can someone be liable for inducing or contributing to
patent infringement?

As to contributory infringement there is no specific provision
addressing it directly in said Decree Law, which on the other hand
provides under article 136(e) that ‘participating in acts of sub
paragraphs 1 to 4 of this present article [producing, selling, distribut-
ing, commercialising of products embodying a patent or manufac-
tured according to a process patent, enlarging the scope of contractual
licence], or assisting or inducing/encouraging them or facilitating, in
any way and under any circumstances, their occurrence/perpetration’
are considered an infringement of patent rights.

In the absence of any case law on contributory infringement,
it remains to be seen to what extent the courts will interpret the
provision of article 136(e) to cover contributory infringement, the
circumstances of the case permitting.
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6 Infringement by foreign activities
To what extent can activities that take place outside of the jurisdiction
support a charge of patent infringement?

The legal effects of a patent are normally limited to the Turkish terri-
tory. Activities that take place outside of the jurisdiction suit should
be brought at the local courts where the infringing acts take place
or produce effects.

However, as mentioned under question 3, importation of the pat-
ented products or those manufactured according to a process patent
constitute patent infringement.

7 Infringement by equivalents
To what extent are ‘equivalents’ of the claimed subject matter liable
for infringement?

According to article 83 of said Decree-Law, the scope of protection
conferred by a patent is determined by the claim.

Claims should not be interpreted as being confined to their strict
literal wording.

At the time of infringement, in determining the scope of patent
protection, all elements being ‘equivalent’ to the elements expressed
in the claim have to be considered.

Where, at the time that an infringement is asserted, the equivalent
element performs substantially the same function in a substantially
similar manner and gives the same result as the element expressed in
the claims, such element shall be, generally, deemed equivalent to the
element expressed in the claims.

8 Discovery of evidence
What mechanisms are available for obtaining evidence from an
opponent, from third parties or from outside the country for proving
infringement, damages or invalidity?

Article 139 of said Decree Law allows the patentee to request from
the infringer the documents related to the use of the patent without
his consent, for evaluation of the damage suffered resulting from the
patent infringement.

Furthermore, article 150 permits any person legally entitled to
bring action against the infringement of a patent right to request the
court to determine and secure the acts which may be considered to
infringe patent rights.

Moreover, a police raid ordered within criminal proceedings
provides the possibility to collect evidence confirming the patent
infringement, by seizing and placing under judicial custody the coun-
terfeit goods.

Apart from the above, Turkish legislation does not provide
specific rules on discovery of evidence having regard to the act of
infringement and to the effective use of the patent within the statu-
tory period.

9 Litigation timetable
What is the typical timetable for a patent infringement lawsuit in the
trial and appellate courts?

The duration of a patent infringement suit from the filing of the
writ of summons to the judgment depends on the circumstances,
complexity and specificity of the case and on the extent of evidence
filed.

Generally, the decisions of the Specialised Civil Courts issue
within 18 to 24 months of the institution of the action, depending
on the number of petitions exchanged, the number of experts reports
issued, etc. For an appeal before the Supreme Court, another 12 to 18
months have to be added until the decision becomes final.
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For criminal actions instituted by the public prosecutor, the first
instance decision is rendered by the penal court within two years of
their institution. Due to the nature and lower level of the criminal
sanctions against acts of unfair competition, the first instance deci-
sion cannot be appealed.

10 Litigation costs
What is the typical range of costs of a patent infringement lawsuit
before trial, during trial and for an appeal?

The range of costs of a patent infringement action can be as

follows:

e for the institution of a civil action where no compensation is
claimed the required official court fees will not exceed €100.
Where compensation is required, the official court fees shall
amount to 1.35 per cent of the claimed compensation amount
for filing of the civil action;

e the expert’s fees are directly paid to the court and depend on the
number of the experts to be appointed by the court. The official
fee for each expert is generally determined by the court to be
around €200;

* the notification of the motions, evidence and the postage costs
are not likely to exceed €300;

e for the guarantee payment, the court orders an interlocutory
injunction against a guarantee payment determined at its dis-
cretion, which is submitted to the court as a letter of guarantee
obtained from the bank;

e the translation and legalisation costs of the supporting documents
in a foreign language;

¢ the expenses for travelling, accommodation or for correspondent
attorneys attending hearings of the court in other cities of
Turkey;

o official attorneys’ fees are determined according to a schedule
issued by the Bar Union of Attorneys, and are usually around
of €600 if no compensation is claimed by the parties and are
recoverable by the successful litigant; and

e private attorneys’ fees are the real and effective fees charged by
the attorneys-at-law on a private basis and are not recoverable
by the successful litigant. These fees are charged by the attorneys
according to their estimation of the complexity and duration of
the case and may greatly vary depending on whether they take
on the case on a fixed cost or on a time-spent basis.

11 Court appeals
What avenues of appeal are available following an adverse decision in
a patent infringement lawsuit?

The first instance decisions of the civil courts concerning patent
infringement and unfair competition or the invalidity of a patent may
be appealed to the Supreme Court within 15 days of the parties being
notified of the court decision.

The decision of the criminal courts with regard to unfair competi-
tion are final.

12 Competition considerations
To what extent can enforcement of a patent expose the patent owner
to liability for a competition violation, unfair competition, or a business-
related tort?

In general, the enforcement of a patent does not expose the patent
owner to liability for a competition violation, unfair competition, or
a business-related tort with the proviso that the patentee acts in good
faith and not contrary to the laws, morality or public policy.
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13 Alternative dispute resolution
To what extent are alternative dispute resolution techniques available
to resolve patent disputes?

The Turkish legal system does not specifically legislate for alternative
means of dispute resolution. However, recent changes to the Turkish
Criminal Code have obliged public prosecutors and criminal courts
to invite the parties to settle during the criminal proceedings.

Decree Law No. 551 refers only to the arbitration of the Turkish
Patent Institute (TPI) for obtaining a contractual patent licence for
someone wishing to apply for a compulsory licence.

Article 213 of the Civil Procedural Law allows a judge to invite
the parties to reach an amicable settlement.

Finally, article 35/A of the Attorney Act, gives counsel the right
to reach a settlement before the institution of civil action or before
the first hearing, in which the articles of the settlement agreement
may be registered with the court and become enforceable as a court
decision.

Scope and ownership of patents

14 Types of protectable inventions
Can a patent be obtained to cover any type of invention, including
software, business methods and medical procedures?

As per article 6 of the Decree Law, the following remain outside the

scope of the patent:

o discoveries, scientific theories and mathematical methods;

¢ plans, methods, schemes or rules for performing mental acts, for
conducting business or trading activity, and for playing games;

e literary and artistic works, scientific works, creations having an
aesthetic characteristic and computer programs;

¢ methods involving no technical aspect, for collecting, arranging,
offering or presenting and transmitting information or data;
and

¢ methods of diagnosis, therapy and surgery applicable to the
human or animal body. This provision applies neither to the
products and compositions (per se) used in connection with these
methods nor to their manufacturing process.

According to article 6, paragraph 4, inventions of the following sub-

ject matter are not patentable:

¢ inventions whose subject matter is contrary to public policy or to
morality as is generally accepted; and

¢ plant and animal varieties or species, or processes for breeding
plant or animal varieties or species, based mainly on biological
grounds.

As per this provision, neither software nor business methods are pat-
entable in Turkey. However, software interacting with other means
or elements such as hardware and machinery to produce technical
effects and contributing to the state of the art should normally be
accepted for patent protection in Turkey. In this regard, owing to
the absence of an established practice and experience in Turkey for
want of cases or applications regarding software, the TPI does not
automatically reject applications related to computer software.

Software is protected in Turkey according to the Law on Intel-
lectual and Artistic Works (Copyright Act) No. 5846 of 5 December
1951 as amended by Law No. 5101 on 3 December 2004.
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15 Patent ownership
Who owns the patent on an invention made by a company employee,
an independent contractor, or multiple inventors? How is patent
ownership officially recorded and transferred?

The Decree Law No. 551 classifies the employee’s inventions as:

* ‘service inventions’, which are those made on duty by the
employee during the term of his employment, while perform-
ing, pursuant to contractual obligation, the tasks he has been
assigned to do or that are based to a great extent on the experi-
ence and work or activity of the employer; or

¢ ‘free inventions’, which are all inventions not falling under the
scope of service inventions.

Where an employee makes a service invention, he should report the
invention to his employer without delay in writing. In the report, the
employee must disclose the technical problem, its solution and how
the service invention was realised. Thereafter the employer can claim
a right, in part or in whole, for a service invention.

Independent contractors are generally, unless the agreement
includes a provision to the contrary, owners of the inventions they
make during the execution of the contracts.

For multiple inventors, if not foreseen otherwise by the parties,
the right to request a patent shall belong to them jointly.

Patent rights are transferred by a deed of assignment which shall
be duly signed by the assignor and the assignee of the patent right
with signatures of both parties notarially legalised.

The rights conferred by the patent may not be invoked against
third parties in good faith if the transfer is not recorded on the pat-
ent register.

The ownership of a patent is also transferred by succession in
title, subject to the same recordal formality on the patent register.

Defences

16 Patent invalidity
How and on what grounds can a patent be invalidated?

As per article 129 of said Decree Law, a patent can be declared par-

tially or totally invalid by the court in the following situations:

e where the subject matter of the invention does not meet the pat-
entability requirements;

¢ where the subject matter of the invention has not been described
in a sufficiently explicit and comprehensive manner to enable a
person skilled in the concerned technical field to implement the
invention;

¢ where the subject matter of the patent exceeds the scope of the
application or is based on a divisional application or on an appli-
cation filed by an applicant who is not vested with the right to
request the patent and exceeds the scope of the application; and

* where evidence is brought that the patentee does not have the
right to a patent, ie, is not the inventor or his successor in title.

The persons entitled to request the invalidity of the patent (see ques-
tion 3) may come before the court during the term of protection
of the patent or within five years of the termination of the patent
right.

17 Absolute novelty requirement
Is there an ‘absolute novelty’ requirement for patentability, and if so,
are there any exceptions?

According to article 7 of said Decree Law, ‘absolute novelty’ is one
of the patentability requirements along with ‘inventive level’ and
‘industrial applicability’.
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However, article 8 provides a grace period concerning disclosures
that do not affect the novelty of the invention. The disclosure of the
invention within 12 months prior to the date of filing or of the prior-
ity claimed, is not fatal to the novelty of the application.

18 Obviousness or inventiveness test
What is the legal standard for determining whether a patent is
‘obvious’ or ‘inventive’ in view of the prior art?

Any invention that is not part of the state of the art is deemed to be
novel.

The state of the art comprises information or data pertaining to
the subject matter of the invention, accessible to the public in any
part of the world, before the date of filing of the application for
patent by disclosure whether in writing or orally, by use or in any
other way.

Patent or utility model applications filed in Turkey prior to the
date of filing the application for a patent, and published on or after
that date, are considered to be comprised in the state of the art as of
their first disclosure.

As to the inventiveness, the invention according to article 9 of
said Decree Law is deemed to surpass the state of the art (to involve
inventive activity or step) when it is the result of an activity that is
not obviously realisable from the state of the art, by a person skilled
in the relevant technical field.

19 Patent unenforceability
Are there any grounds on which an otherwise valid patent can be
deemed unenforceable owing to misconduct by the inventors or the
patent owner, or for some other reason?

Decree Law No. 551 is silent about the unenforceability of a patent

for reasons of misconduct of the patentee or inventor.

However, independently from the misconduct of the patentee
or inventor, a valid patent cannot be enforced against persons com-
mitting the acts cited in article 75, namely:

e acts devoid of any industrial or commercial purpose and limited
to private ends or aims;

® acts involving, for experimental purposes, the invention or sub-
ject matter of a patent;

e extemporaneous preparations of medicines in pharmacies involv-
ing no mass production and carried out solely in making up a
prescription and acts related to the medicines thus prepared;
and

® acts involving, for experimental purposes, the invention that is
the subject matter of authorisation including authorisation for
pharmaceuticals and tests and experiments necessary for this
purpose.

Remedies

20 Monetary remedies for infringement
What monetary remedies are available against a patent infringer?
When do damages start to accrue? Do damage awards tend to be
only nominal, provide fair compensation or be punitive in nature?

It is possible to obtain compensation for material or moral damages
from the person who, without the consent of the proprietor of a pat-
ent, produces, sells, distributes, commercialises, imports or keeps for
commercial purposes, a patented product or makes use of a patented
process.

For material damages, the plaintiff may freely choose between
three methods for calculating compensation: reasonable licensing
royalty, lost profits and non-realised gains. For the calculation of
non-realised income, factors such as the economic value of the pat-
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ent, the term of protection remaining at the time of infringement,
and the type, nature or number of licences granted in respect of the
patent shall be considered.

The compensation for moral damages as granted by the courts
is of nominal value and rather symbolic whereas the compensation
for material damages can be of fair value, subject to the bringing of
evidence of the damages suffered.

Article 142 of said Decree Law provides that further damages
may be additionally claimed where the reputation of the invention
or subject matter of the patent is harmed or prejudiced owing to the
poor quality of the infringing products or of their marketing.

The compensation for material or moral damages is not puni-
tive even though it is significant. Whereas the fine sentenced by the
Penal Court within the context of a criminal action is punitive as it
may amount to a fine of between 27,000 Turkish lira (approximately
€12,624) and 46,000 Turkish lira (approximately €21,507).

21 Injunctions against infringement
To what extent is it possible to obtain a temporary injunction or a
final injunction against future infringement? Is an injunction effective
against the infringer’s suppliers or customers?

The act provides that injunctive measures can also be requested from
the court against the ‘danger’ of infringement, not only against the
direct infringer but also against all those involved in realising the act
of infringement, namely the suppliers, importers, wholesalers and
distributors but not customers.

The act makes no distinction between temporary and final
injunctions because the court may at its discretion order and lift the
injunctive measures at any time during the proceedings.

22 Attorneys’ fees
Under what conditions can a successful litigant recover costs and
attorneys’ fees?

If the litigant has specified in the of writ of summons filed with the
court that the cost of judgment, prosecution and attorney has to be
supported by the defendant and thereafter the action is decided in
favour of the plaintiff, he can successfully recover costs and as well
as the official attorneys’ fees as mentioned under question 10.

The private attorneys’ fees will not be recoverable by the suc-
cessful litigant on the basis of the court decision, which mentions only
the official attorneys’ fees.

23 Wilful infringement
Are additional remedies available against a deliberate or wilful
infringer? If so, what is the test or standard to determine whether the
infringement is deliberate?

The provisions of the Decree Law do not provide for specific addi-
tional remedies in the case of deliberate or wilful infringement, as
according to general civil and criminal provisions deliberately or
wilfully committing acts of infringement may be held by the court,
according to the circumstances of the case to constitute an aggravat-
ing cause and a heavy fault.

Moreover, the act of infringement is also an act of unfair competi-
tion and therefore a criminal offence, even when it is not deliberate
or wilful.

Deliberate or wilful infringement may therefore affect the level
of compensation in a civil action and of the penalties in a criminal
action.
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24 Time limits for lawsuits
What is the time limit for seeking a remedy for patent infringement?

The time limit for a civil action covers a period of one year from the
date when the patentee knew or became aware of the infringement
acts or 10 years from the date when the act of infringement took
place.

For criminal proceedings based on unfair competition provi-
sions, according to the general provisions of the Turkish Criminal
Act, the complaint should be filed within six months of the date the
patentee has known or become aware of the infringement act and
the infringer.

According to the jurisprudence of the Supreme Court, as long as
the infringement acts continue, the right to institute a court action
against the infringing parties is not prescribed.

However, the patentee who is aware of the infringing acts and
remains silent without taking any legal action (acquiescence) is con-
sidered to commit an abuse of right when filing his action after a
relatively long time and his right will have prescribed in these cir-
cumstances, according to the case law of the Supreme Court. There is
not an exact time limit (eg, five years or 10 years) for the acceptance
of the ‘abuse of right’, as the determination of such behaviour will
mainly depend on the general investment made by the defendant and
how long the plaintiff has shown approval to such investment, usage
and registration.

25 Patent marking
Must a patent holder mark its patented products? If so, how must the
marking be made? What are the consequences of failure to mark?

There is no obligation for the patentee to mark its patented products
in any way since Decree Law No. 551 contains no provisions in this
regard.

Licensing

26 Voluntary licensing
Are there any restrictions on the contractual terms by which a patent
owner may license a patent?

There are no restrictions whatsoever about contractual terms, other
than that the clauses of the agreement should not be contrary to pub-
lic policy or morality and not be in violation of the general provisions
including those for unfair competition.

When the agreement is exclusive, no licences may be granted to
third parties and the patentee may not use the patent unless such right
is reserved in the agreement.

27 Compulsory licences
Are any mechanisms available to obtain a compulsory licence to a
patent? How are the terms of such a licence determined?

As per article 99 of said Decree Law, the grant of a compulsory licence

to an interested person may occur in the following situations:

o failure to use the patent within three years from the date of pub-
lication of the grant decision or in lieu thereof, to record a certifi-
cate of use, importation documents or declaration of legal excuse
or to publish an offer for licensing;

¢ dependency of subject matter of patents; or

® on grounds of public interest by decision of the Council of Min-
isters in matters of public health and national defence.

Before the court grants a compulsory licence, the candidate can

request the mediation of the TPI with a view to obtaining a con-
tractual licence for the patent. If the parties fail to conclude the licence
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Update and trends

The Decree Law No. 551 concerning patents and utility models in
Turkey is expected to be repealed and replaced shortly — possibly
in the year 2009 - by a new patent act, the draft of which has been
submitted to the parliament and is currently in discussion before
parliamentary commissions. We have uncertainties as to when the
approval of this draft will be voted by the Turkish parliament which has
been prepared in order to be in agreement with the provisions of the
international and regional agreements such as the EPC as well as to
be more in conformity with the needs and realities of the rightholders
of patents or utility models in Turkey. Significant developments in
the new draft comprises provisions regarding the cancellation of
the grant of patent without (substantive) examination protected for
seven years, the change of the examination procedure previously
completed in three rounds, the system of post-grant opposition, and
the patentability of biotechnological inventions.

The possibility to file an on-line patent or utility model application
has been also activated as from 31 December 2007 in addition to the

possibility of making an online search and file inspection of patent or
utility model and a published patent or utility model application on the
website of the Turkish Patent Institute.

An important decision has been taken by the third Civil Court
of Intellectual and Industrial Rights of Ankara in the field of a force-
majeure claim filed for revalidation of patents or utility models and
patent or utility model applications due to non-payment of annuities,
which has restricted the acceptance of reasons such as the loss of
data due to virus attack in the computer. According to the current
practice of the TPI, documentary evidence should support the claim of
force-majeure for assessment purposes and human errors shall not
be evaluated as a reasonable ground to maintain the patent rights.

Finally, the examiners of the TPI have enlarged the diversity of
IPC codes for which they conduct search and examination regarding
patentability criteria for the applications, previously limited to IPC
codes A, B and E.

agreement within the term of the mediation, the court may be asked
to grant a compulsory licence. The candidate shall indicate the equip-
ment, installation and materials that he possesses to effectively put
the invention to use and guarantee he will be able to produce if the
licence is granted. After the engagement by the court of the proce-
dure, a copy of the request and documents are sent to the patentee.
The patentee may raise objections against these documents, within
one month of the date of receiving them. If no objection is raised, the
court shall grant the compulsory licence.

It is worth noting that since 27 June 1995 and the coming into
force of the Decree Law, we have not come across a single case where
the grant of a compulsory licence was requested through the media-
tion of the TPI or through the court.

However one compulsory licence exists on the records of the TPI
granted by court.

Patent office proceedings

28 Patenting timetable and costs
How long does it typically take, and how much does it typically cost, to
obtain a patent?

An application prosecuted for a patent with substantive examination
is normally granted within 36 months of the application date in Tur-
key. Whereas an application prosecuted for patent without substan-
tive examination is normally granted within 24 months.

As for the costs, the length of the specification and claims will
affect the total cost for securing the right, because of the translation
charges. Indicatively, a national patent or national phase of a PCT
application having an average text of around 30 pages would cost
approximately US$20,000 for the entire life of 20 years including
official fees, attorneys’ fees, translation fees and maintenance fees.
As for validation of European patents, the total cost for the duration
of 20 years will be around US$14,000.

29 Prior art disclosure obligations
Must an inventor disclose prior art to the patent office examiner?

Prior art disclosure obligation does not exist under Turkish patent
law and practice.
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30 Pursuit of additional claims
May a patent applicant file one or more later applications to pursue
additional claims to an invention disclosed in its earlier filed
application? If so, what are the applicable requirements or limitations?

It is possible to pursue additional claims on the basis of an applica-
tion of patents-of-additions which should have unity with the subject
matter of the main application and which improve or develop the
invention, subject to the main application. To the contrary of nov-
elty, inventive step is not a requirement for patent-of-additions. The
applications for patent-of-additions can be filed until the date when
the decision to grant the patent is reached and even when the same is
not accepted to issue as a patent.

31 Patent office appeals
Is it possible to appeal an adverse decision by the patent office in a
court of law?

According to general provisions of administrative law, it is proce-
durally possible firstly to lodge an objection with the TPI against its
decisions within 60 days of the official decision which will be exam-
ined by the Higher Council of Re-evaluation and Re-examination.
If this Council rejects the objection, it will be possible to institute a
court action before the Specialised Ankara Court of Intellectual and
Industrial Property Rights for the withdrawal of the TPI’s decision
within 60 days of the official notification of the above-mentioned
final decision of the Council.

32 Oppositions or protests to patents
Does the patent office provide any mechanism for opposing the grant
of a patent?

The Decree Law provides for pre-grant opposition only during the
application proceedings after the search report has been published.
The Turkish Act does not provide for post-grant opposition.
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33 Priority of invention
Does the patent office provide any mechanism for resolving priority
disputes between different applicants for the same invention? What
factors determine who has priority?

Where an invention has been made independently by several persons
at the same time, the right to a patent belongs to the person who has
filed the first application or can claim the earlier priority right. The
person who is the first to apply for a patent is vested with the right to
request the patent until proof to the contrary is established. The TPI
provides no specific mechanism for resolving such disputes, which

should be handled by the courts.

34 Modification of patents
Does the patent office provide procedures for modifying, re-examining
and revoking a patent? May a court amend the patent claims during a
lawsuit?

No tools are available under the Decree Law to introduce amend-
ments to claims after grant, whether as a patent of addition or divi-
sional patent, both of which should be filed during the prosecution
phase until the decision of grant of the principal patent. However, on
the occasion of court proceedings instituted for the cancellation of
the patent, the number of the claims could be restricted and the court
may decide to partially cancel the patent by excluding some of the
claims but not by amending the claims to restrict their scope.

35 Patent duration
How is the duration of patent protection determined?

patent granted after substantive examination: 20 year term;

e patent granted without substantive examination: 7 year term;
and

¢ utility model (granted without inventive step examination): 10
year term.
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